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DETAILED ACTION 

1. Applicant's amendment filed 6/17/2008 is acknowledged and has been entered. 
Claims 20-22 have been added. Claims 1-22 are pending. Claims 8-19 have been 
withdrawn from consideration as being drawn to a non-elected invention. All of the 
arguments have been thoroughly reviewed and considered but are not found persuasive 
for the reasons discussed below. Any rejection not reiterated in this action has been 
withdrawn as being obviated by the amendment of the claims. This action is made 
Non-Final as the new grounds are rejections were not necessitated by Applicant's 
amendment of the claims. Accordingly, the previous rejections are withdrawn in lieu of 
the new ground(s) of rejections presented in this Office action. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 

be found in a prior Office action. 

New Ground(s) of Rejections 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 1-7 and 20-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overTimofeev et al (Nucleic acids Research, vol. 24, no. 16, pages 3142-3148, 1996) in 
view of Manesis (US 5401508, March 1995) and further in view of Gunesin et al (US 
4414374, November 1983). Regarding claims 1, 6, and 21 Timofeev et al teach a 
biological substance-immobilized gel which comprises a gel containing 0.9 M N, N- 
dimethylacrylamide and a biological substance immobilized on the gel and method of 
preparing a biological substance-immobilized gel as described above (see abstract, 
page 3144, last paragraph of col.1, col. 2, last two paragraphs; page 3145, last 
paragraph of col. 2 and page 3145, section entitled "Immobilization of 
Oligonucleotides"). 

Regarding claims 2 and 7, Timofeev et al teach a biological substance- 
immobilized gel which comprises a gel having the following composition and a biological 
substances immobilized on the gel: 

(a) N, N-dimethylacrylamide 0.9 M 

(b) cross-linking agent 0.1 M (see page 3144 and 3145, col. 2). 

Regarding claim 3, Timofeev et al teach a biological substance-immobilized gel 
according to claim 1, wherein the biological substance is nucleic acid (see Abstract and 
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page 3144, col. 2, section entitled "oligonucleotide immobilization" and page 3146-47 
section entitled "Immobilization of oligonucleotides"). 

Regarding claims 4, 5 and 20, Timofeev et al teach wherein the crosslinking 
agent is a mutifunctional monomer having at least two ethylenically unsaturated bonds 
and wherein said crosslinking agent is methylenebisacylamide (page 3144, col. 1 and 
page 3145, col. 2). 

Timofeev et al do not expressly teach that N, N-dimethylacrylamide is present at 
a concentration of 2% to 7% and the cross-linking agent at 0.1% to 1 .5%. 

Manesis teaches a hydrogel composition comprising N, N-dimethylacrylamide 
wherein said DMA is in a concentration of about 1to 15% by weight (see abstract) and 
wherein said composition comprises a crosslinking agent in the concentration of 0.01 to 
1.5% by weight (see col. 3, lines 41-46). Manesis also provides an extensive list of 
examples of possible corsslinking agents (see col. 3, lines 41-55). Manesis teaches 
hat DMA is preferred because of its ready commercial availability (col. 3, lines 20-22). 

Gunesin et al teach hydrogel compositions comprising N-N-dimethylacrylamide 
(DMA), wherein said DMA comprises is in a concentration of 3-15% (see abstract) or 1 
to 15% by weight (see col. 5 at claim 1). MPEP states that "[W]here the general 
conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." In re Alter, 220 F.2d 454, 456, 
105 USPQ 233, 235 (CCPA 1955). Routine optimization is not considered inventive 
and no evidence has been presented that the selection of concentration of DMA was 
other than routine, that the products resulting from the optimization have any 
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unexpected properties, or that the results should be considered unexpected in any way 
as compared to the closest prior art. Accordingly, the claims are deemed prima facie 
obvious over the combination of cited prior art. 

With regards to claim 22, the limitation "which yields uniform distribution and 
fluorescent intensity when the biological substance immobilized on and/or in the gel is 
hybridized with a probe labeled with a fluorescent marker" is an intended use of the 
claimed product that does not carry any patentable weight. MPEP states that a 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In this case this is particularly true 
as the claims are drawn to a product and not a method of performing any hybridization 
reaction to detect fluorescent intensity. Since the prior art teaches the structural 
composition of the claims, it would have been prima facie obvious to one of ordinary 
skill in the art at the time of the claimed invention that the composition can be used in 
fluorescent hybridization reactions with a reasonable expectation of success. 
6. Claims 1-7 and 20-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Akita et al (EP 11158047, citation made of record) in view of Manesis (US 
5401508, March 1995) and further in view of Gunesin et al (US 4414374, November 
1983). Regarding claims 1, 6 and 21, Akita et al teach a biological substance- 
immobilized gel which comprises a gel containing N, N-dimethylacrylamide and a 
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biological substance immobilized on the gel and method of preparing a biological 
substance-immobilized gel as described above (pages 4, 5, 10, 11). 

Regarding claims 2 and 7, Akita et al teach a biological substance-immobilized 
gel which comprises a gel having the following composition and a biological substances 
immobilized on the gel: 

(a) N, N-dimethylacrylamide 

(b) cross-linking agent 0.1 M (page 11). 

Regarding claim 3, Akita et al teach a biological substance-immobilized gel 
according to claim 1, wherein the biological substance is nucleic acid (page 4-5). 

Regarding claims 4, 5 and 20, Akita et al teach wherein the crosslinking agent is 
a mutifunctional monomer having at least two ethylenically unsaturated bonds and 
wherein said crosslinking agent is methylenebisacylamide (page 11). 

Akita et al do not expressly teach that N, N-dimethylacrylamide is present at a 
concentration of 2% to 7% and the cross-linking agent at 0.1 % to 1 .5%. 

Manesis teaches a hydrogel composition comprising N, N-dimethylacrylamide 
wherein said DMA is in a concentration of about 1to 15% by weight (see abstract) and 
wherein said composition comprises a crosslinking agent in the concentration of 0.01 to 
1.5% by weight (see col. 3, lines 41-46). Manesis also provides an extensive list of 
examples of possible corsslinking agents (see col. 3, lines 41-55). Manesis teaches 
hat DMA is preferred because of its ready commercial availability (col. 3, lines 20-22). 

Gunesin et al teach hydrogel compositions comprising N-N-dimethylacrylamide 
(DMA), wherein said DMA comprises is in a concentration of 3-15% (see abstract) or 1 
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to 15% by weight (see col. 5 at claim 1 ). 

MPEP states that "[W]here the general conditions of a claim are disclosed in the 
prior art, it is not inventive to discover the optimum or workable ranges by routine 
experimentation." In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 
Routine optimization is not considered inventive and no evidence has been presented 
that the selection of concentration of DMA was other than routine, that the products 
resulting from the optimization have any unexpected properties, or that the results 
should be considered unexpected in any way as compared to the closest prior art. 
Accordingly, the claims are deemed prima facie obvious over the combination of cited 
prior art. 

With regards to claim 22, the limitation "which yields uniform distribution and 
fluorescent intensity when the biological substance immobilized on and/or in the gel is 
hybridized with a probe labeled with a fluorescent marker" is an intended use of the 
claimed product that does not carry any patentable weight. MPEP states that a 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In this case this is particularly true 
as the claims are drawn to a product and not a method of performing any hybridization 
reaction to detect fluorescent intensity. Since the prior art teaches the structural 
composition of the claims, it would have been prima facie obvious to one of ordinary 
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skill in the art at the time of the claimed invention that the composition can be used in 
fluorescent hybridization reactions with a reasonable expectation of success. 

Response to Arguments 

7. Applicant's response is being address as some of the references cited in the prior 
Office action are currently cited in this Office action. Applicant traverses the rejection 
on the ground that the inventor have discovered that when the particular monomer, 
DMA is chosen in particular amounts, 2%-7% by mass, they were able to ensure a 
uniform distribution and increased level of fluorescent intensity in each compartment of 
a microarray, i.e., higher hybridization efficiency. Applicant asserts that the results are 
shown in Figure 1 and Figure 2. Applicant states that the selection of DMA in the 
concentration of DMA provided the needed uniformity of fluorescence could not have 
been reasonably predictable from what is described in Timofeev, particularly, as 
Timofeev emphasizes concentration outside that which is claimed and provide no 
indication that this is simply a result -oriented optimization of known variables. 

8. All of the arguments have been thoroughly reviewed and considered but are not 
found persuasive because the claims are drawn to a product comprising a compilation 
of reagents and are not drawn to any method for performing any hybridization or for 
determining fluorescent intensity. The arguments are based on efficiency of fluorescent 
intensity using the concentration of DMA at 2%-7% by weight in a hybridization reaction. 
It is again noted, that the use of the claimed product in such methods is an intended use 
and does not carry any patentable weight. MPEP states that an intended use of the 
claimed invention must result in a structural difference between the claimed invention 
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and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the 
claim. See, e.g., In re Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. 
Cir. 1997). 

With regards to the concentration ranges of DMA, the prior art teaches 
concentrations overlapping the range of DMA recited in the prior art. MPEP states that 
"[W]here the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation." In re 
Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

Conclusion 

9. No claims are allowed. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to CYNTHIA B. WILDER whose 
telephone number is (571)272-0791. The examiner can normally be reached on a 
flexible schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on (571) 272-0782. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Cynthia B. Wilder/ 
Patent Examiner 
Art Unit 1637 



